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The Office Action mailed Deceinber 28, 200S has heen careMy reviewed and, in view 
of the above amendments and following remaiks, reconsideration and allowance of the 
application are re^ectfiiUy requested. 

T. ClgliiiB SnmmArv 

Claims 10-12, 14-17, and 34-38 are currently pending in the plication, with claims 10 
and 34 being independrat claims. Claims 1-9, 13, and 18-25 are cancelled, and claim 10 is 
amended^ in accordance with the above amendments. 



n. Entry ofA mendmentJTor Purposes of Appeal 

Claim 10 is amended to recite a rounded leading edge and a tapered trailing edge. These 
recitations were previously incorporated into independent claim 34. Accordingly, this 
amendment does not raise new issues that would require furth^ consideration and searck The 
Applicants respectfully request, thereftre, that the ammdment be entered for purposes of s^eal 
and considered by the Examiner. 

m. Office A cHiwiSannnqry 
The following claim rejections for clauns 10-12, 14-17, and 34-38 were submitted by the 
Examiner in the outstanding Office Action: 

• Claims 10-12, 14, 16, and 17 are rejected under 35 U.S.C. § 103(a) as being 
uiQ)atentable over a combination of U.S. Patent Number 6,571,618 to Demay, et aL, 
U.S. Patent Number 3»306,101 to Holderer, and a publication entitled The 
Aerodynamics of a Tennis Ball by Mehta, et al.; 

• Claim IS is rejected under 35 U.S.C. § 103(a) as being unpatentable over a 
combination of Demay. Holders, and a publication entitled Golf Ball Aerodynamics 
by Bearman, et aL; 

• daims 34 and 35 are rejected under 35 U.S.C § 103(a) as being uiqiatentable over a 
combmation of Demay, Holderer, and U.S. Patent Number 4,501,214 Co Meyer; 

• Claim 36 is rejected under 35 U.S.C. §103(a) as being uopatentable over a 
combination of Demay, Holderer* M^^, and Bearman; and 
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- Claims 37 and 38 are rejected under 35 U.S.C. §103(a) as being unpatentable over a 
combination of Demay, Hold^er, M^yer, and Mehta. 

ly, Discnsirioii of RfiiecMons 
Discussion of Claims 10^12 and 14'17 

Independent claim 10 recites a testing apparatus for a game ball. The testing qiparatus 
includes a rotating element^ a noount, an airfoiU and a s^isor The rotating element has a first 
end, a second end, and a longitudinal axis that ext»ds through the first end and the second end. 
In addition, the rotating element is rotatable about the bngitudinal axis. The mount is boated 
proximal the first end of the rotating element and configured to secure to the game ball. The 
mount is rotatable with the rotating element about the tongitudinal axis. The airfoil extrads 
around the rotating element, and the airfoil has a rounded leading edge and a t^qjcred trailing 
edge. The sensor detects forces upon the game ball in a first direction and a second direction. 
The first direction corresponds with a direction between the leading edge and the trailing edge, 
and the second direction is orthogonal to both the first direction and the longitudinal axis. 

The Office Action rejects independent claim 10 as being ui5)atetrtable over Demay, 
Holderer, and Mehta. To establish obvioiisness, the burden is upon the Examiner to demonstrate 
that the prior art references teach or suggest all claim Umitations. That is> all of the claim 
limitations must be taught or suggested by the prior art. In re Royka, 490 F,2d 981 (C.C.P.A. 
1974). None of the prior art references cited by the Examiner, however, disclose (a) an airfoil or 
(b) arounded leading edge and a tq>ered trailing edge. 

According to the rejection. Demay discloses an airfoil extending around the rotating 
elem»t, and the airfoil has a leading edge and a trailing edge (Le., the streamlined casmg 44 in 
Figure 3). The mere fact thai the casing is streamlined, does not indicate that the casing is an 
airfoil Eveiy round object does not qualify as a sphere. Similarlyi eveory streamlined otject 
does not qualify as an airfoil An airfoil is a term of art that dootes a particular shs^ with the 
ability to control stability, direction, hft, thrust, or propulsion, for exanq)le. Whereas 
independent claim 10 recites the presence of an airfoil, Demay merefy discloses a streamlined 
casmg without the qualities of an airfoil. Furthermore, the casing does not hove a rounded 
leading edge and a t^»ered trailing edge 
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Based upon fhe above discussion* the Applicants respectfutty sulnnit that independeikt 
claim 10 is albwable over Demay, Holderor, and Mehta. In addition, claims 1 1, 12» 14, 16, and 
17 should be allowable for at least the same reasons. Claim 15 should also be allowable as 
Beatman does not remedy the deficiencies discussed above. 

Discussion of Claims 34-36 

Independent claim 34 recites a testing apparatus for a game ball The testing ^aratus 
includes a rotating element, a mount, a svq^port, and a sensor. The rotating elemient has a first 
end, a second end, and a bngitudinal axis that extrnds through the first end and the second end. 
In addition, the rotating element is rotatable about the longitudinal axis. The mount is located 
proximal the first end of the rotating element and configured to secure to the game bail The 
mount is rotatable with the rotating element about the longitudinal axis. The support extends 
around the rotating element, and the support has a rounded leading edge and a tapered trailing 
edge that define a teardrop shape in the si^ort. The sensor detects forces upon the game ball in 
a first direction and a second direction. The first direction coiresponds with a direction between 
the leading edge and the trailing edge, and the second direction is orthogonal to both the first 
direction and the longitudinal axis. 

I. No Prima Facie Case 

The Office Action rejects independent claim 10 as being unpatentable over Demay, 
Holdeier, and Meyer. To establish a prima facie case of obviousness, the burden is upon the 
Examiner to demonstrate reasons why a skiUed artisan, confinnted with the same problem as the 
inventor and with no knowledge of the claimed invention, would select the el^Diients fix)m the 
cited prior art references for conibination in the manner claimed. In re Rotffet, 149 F.3d 1350, 
1357, 47 U,S.P-Q-2d 1453, 1458 (Fed. Cir. 1998). Accordingly, obviousness cannot be 
established by combining the teachings of Che prior art to produce the claimed invention, absent 
some teaching, suggestion, or incentive si^^porting the combination. In re Geiger, 815 686, 
688, 2 U.S.F*Q.2d 1276, 1278 (Fed. Cir. 1987). With regard to the present issue, the rejectfon 
does' not establish a prima facte case of obviousness because no prop^ motivation raists to 
combine Demay» Holdmr, and Mey^. 
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As a motivatioii for makiiig the combination of Demay, HoUmrt and Meyer, the 
rejection states that it would have be» obvious to ""modify the streamlined casing of Demay et 
aL by znaking it tear-drop shape as taught by Meyer in ord^ to make the siqiport strong and 
light" (Office Action, page 9» final 3 lines). As a first matter, there is no showing or evw an 
attempt to demonstrate that a combinat^n of Demay, Holdarer» and Mey^ would actually 
provide a strong or lighter support. That is» the rejection merely asserts that the combination 
would increase strrngth and decrease weight without any Mempt to actually d^nonstrate that 
strength would be inoeased or weight would be decreased. Furthermore, the rejection Ails to 
demonstrate that a teaching, sxiggestion, or incentive stq)porting the combination exists. Neith^ 
Demay, Holderer^ nor Meyer discuss a need for increasing strength and decreasing weight of a 
siqjport, and the >^ellant is aware of no recognized understanding in the art that the devices of 
Demay and Holderer are in need of changes in strength and weight. Accordingly, the rejection 
of independent claim 34 is in^roper for &iling to establish a prima facie case of obviousness. 

«. Unsatisfactory For Intend^ Purpose 

If a proposed modification would rendo: the prior art invention being modified 
unsatisfoctory for its intended purpose, then there is no suggestion or motivation to make the 
proposed modification. In re Gor^ion 733 R2d 900, 902» 221 U.S.P.Q. 1125. 1127 (Fed. Cir. 
1984), As noted above, the rejection states that it would have been obvious to "modify the 
streamlined casing of Demay et aL by making it tearnhop shape as taught by Meyer in order to 
make the siqjport strong and light" (Office Action, page 9, final 3 lines), Decreasing the weight 
of a support &r a testing qiparatus may actually be detrimental to the performance of the testing 
apparatus. As air flows around the testing apparatus* the air may tend to move, vibrate, or 
otherwise affect the testii^a|9arattts,particularbr if the testis Accordiogly. 
decreasing the weight may make the testing ^iparatuses in Demay and Holderor unsatisfactory 
for its intended puxpose. 

Hi. Hindsi^:PUMng and Choosing 

Obviousness caimot be established by combining the teachings of the prior art to produce 
the claimed invention* absent some teaching! suggestion, or inc^ive siqiporting the 
combination. In re Geiger, 815 F.2d 686, 688, 2 U.S.P.Q.2d 1276, 1278 (Fed. Cir. 1987). 
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Furtbermoie, selective hindsight is no more applicable to the design of experiments than it is to 
the combination of prior ait teachings. There must be a reason or suggestion in the art for 
selecting the procedure used, other than the knowledge learned fiom the Applicants' disclosure. 
fn re Dow Chemical Co., 837 F.2d 469, 5 U.S.P.Q.2d 1529 (Fed. Cir. 1988). Moreover, 
hindsight analysis is cleariy iapmpcr since the statutory test is whether the subject matter as a 
whole would have been obvbus at the time the invention was'made. In Re Deminsld^ 796 F.2d 
436, 230U.S.P.Q. 313 (Fed. Cir. 1986). 

Demay and Holderer disclose wind tunnel testing apparatuses, and M^er discloses a 
mast for a sail In rejecting independent claim 34, the Office Action merely presents elements 
from each reference and combines the elements to puipoitedly arrive at the claimed invention. 

The rejection of independent claim 34 does not present a line of reasoning as to why an 
artisan reviewing only the coUectxve teachings of the references would have found it obvious to 
selectively pick and choose concepts from Meyer to incorporate into Demay and Holderer. As 
discussed above, the rationale presented in the Office Action could actually have a detrimental 
effect upon the performance of the testing q>paratuses in Demay and Holderer. In this 
circumstance, the rejectbn does little more than cite references to show that various concepts, 
\fdien each is viewed in a vacuum, are known. The claimed inventkm, however, is clearly 
directed to a combination of concepts (e«g., testixig apparatus having rotating element, a mount, a 
support with a teardrop shape, and a sensor). That is to say, the Applicant does not claim the 
invention of a teardrop-shcq)ed element, for exampte* but has presented claims to an invention 
that is a new combination of concepts. To support the conclusion that the claimed combination 
is directed to obvious subject matter, the references must expressly or in^liedly suggest the 
claimed combination, or the rejectkin must present a convincing Une of reasoning as to why the 
artisan would have found the claimed ihvmtion to have bem obvious m light of the teadiings of 
the references. A review of Demay, HoldereTi Meyer, and the OfBce Action does not provide a 
sufficient basis that would expressly or impliedly teach or suggest the combinations suggested by 
the Examiner. More particularly, tl^ rejection of indqiendent claim 34 does nsA set forth a 
reasonable motivation for combining Demay, Holderer, and Meyw in a manner that forms a 
testitig apparatus having the features of independent claim 34. 



9 

PA(£1Q/11'RCVDAT3f10l20064:12:S3PM [Eastern Stanib^ 



03/10/2006 13:14* FAX* *^5034256801 



Banner & ffitcoff Ltd 



laoil/OII 



Based upon the above discussion, the Applicants respectfiilly submit that independent 
claim 34 is allowable over Demay, Holders, and Meyer. In addition, chims 35-38 should be 
aUowable for at least the same reasons and because Beannan and Mehta do not rraiedy the 
deficiencies discussed above. 



V. Conclusion 

In view of the forcgoing» the Applicants respectfully submit that all clahns are in a 
condition &r allowance. The .^^licants respectfully request, thereforoi that the rejections be 
withdrawn and that this application now be albwed* 

This Amendment is being timely filed by &csimile transmission on March 10» 2006. 
Should fees be deemed necessary for consideration of this Amendme nt^ such fees are hereby 
requested and the Commissioner is authorized to charge deposit account number 19^733 for 
payment. If anything further is desirable to place the application in even better form for 
allowance, the Examiner is respectfully requested to telephone the undersigned representative at 
(503)425-6800. 

Respectfiilly submitted. 



By: 




ByfbnS. 
Registration Number S1.2S5 



Banner & Witcofl^ Ltd. 
1001 G Street, N.W. 
Washington, aC 20001-4597 
Telephone: (202)824-3000 



Dated: Maich 10. 2006 
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